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DETAILED ACTION 

In view of the Appeal Brief filed on 5/7/2008, PROSECUTION IS HEREBY 
REOPENED. New grounds set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/David J. Bagnell/ 

Supervisory Patent Examiner, Art Unit 3672. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 15, 18-31 and 29 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The terms "downwardly" and "upwardly" in claims 15 and 29 are relative terms 
which renders the claim indefinite. The terms "downwardly" and "upwardly" are not 
defined by the claims, the specification does not provide a standard for ascertaining the 
requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. 

Claim 18 defines the claimed invention in terms of the non-claimed and only 
functional first and second components. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 99 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
patent 4526406, Nelson. 

In regards to claim 1, in Figure 3 below. Nelson discloses a connector, 
comprising: 
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a first end adapted to be coupled to a first component (having any convenient 
size and sliape); 

a plurality of locking segments (26, 28) that, when actuated, are adapted to 
secure said first component to a second component (having any convenient size and 
shape), wherein each of said plurality of locking segments comprises: 

a first primary locking shoulder that is adapted to engage a first surface on said 
first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel (22) that, when actuated, is adapted to engage each of said 
plurality of locking segments at at least three discrete, spaced apart engagement areas. 
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In regards to claim 2, in Figure 3 above, Nelson discloses at least one of said 
engagement areas is a substantially flat engagement area defined by the engagement 
of substantially flat surfaces. 

In regards to claim 3, in Figure 3 above. Nelson discloses all of said engagement 
areas are substantially flat engagement areas defined by the engagement of 
substantially flat surfaces. 
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In regards to claim 4, in Figure 3 above, Nelson discloses at least one of said 
engagement areas (84) is a tapered engagement area defined by the engagement of 
tapered surfaces. 

In regards to claim 5, Nelson discloses all of said engagement areas are tapered 
engagement areas (with respect to any convenient reference plane) defined by the 
engagement of tapered surfaces. 

In regards to claim 6, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 7, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 8, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 

In regards to claim 9, Nelson discloses at least one indicator rod (86) that is 
operatively coupled to said locking mandrel and adapted to indicate a position of said 

locking mandrel. 

In regards to claim 1 1 , Nelson discloses each of said plurality of locking 
segments further comprises: 

a first secondary shoulder on said locking segment that is adapted to engage a 
first secondary shoulder on said first component; and 
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a second secondary shoulder on said lodging segment tliat is adapted to engage 
a second secondary slioulder on said second component. 

In regards to claim 12, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 13, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 14, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 15, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 

In regards to claim 16, Nelson discloses said locking mandrel is operatlvely 
coupled to a primary piston. 

In regards to claim 17, Nelson discloses a secondary release piston positioned 
below said primary piston, said secondary release piston adapted to, when actuated, 
cause said primary piston to move. 

In regards to claim 18, Nelson discloses a connector, comprising: 

a first end adapted to be coupled to a first component; 
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a plurality of locking segments that, when actuated, are adapted to secure said 
first component to a second component, wherein each of said plurality of locking 
segments comprises: 

a first primary locking shoulder that is adapted to engage a first surface on said 
first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel that, when actuated, is adapted to engage each of said 
plurality of locking segments at at least two discrete, spaced apart substantially flat 
engagement areas, wherein said substantially flat engagement surfaces are 
substantially parallel to an axis of said first and second components when mated. 

In regards to claim 19, Nelson discloses said connector is engaged at at least 
three discrete, spaced apart substantially flat engagement areas. 

In regards to claim 20, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 21 , Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 22, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 
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In regards to claim 23, Nelson discloses comprising at least one indicator rod that 
is operatively coupled to said locking mandrel and adapted to indicate a position of said 
locking mandrel. 

In regards to claim 25, Nelson discloses each of said plurality of locking 
segments further comprises: a first secondary shoulder on said locking segment that is 
adapted to engage a first secondary shoulder on said first component; and a second 
secondary shoulder on said locking segment that is adapted to engage a second 
secondary shoulder on said second component. 

In regards to claim 26, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 27, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 28, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 29, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 

In regards to claim 30, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 
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In regards to claim 31 , Nelson discloses a secondary release piston positioned 
below said primary piston, said secondary release piston adapted to, when actuated, 
cause said primary piston to move. 

In regards to claim 32, Nelson discloses a connector, comprising: 

a first end adapted to be coupled to a first component; 

a plurality of locking segments that, when actuated, are adapted to secure said 
first component to a second component, wherein each of said plurality of locking 
segments comprises: a first primary locking shoulder that is adapted to engage a first 
surface on said first component; and 

a second primary locking shoulder that is adapted to engage a second surface 
on said second component; and 

a locking mandrel that, when actuated, is adapted to engage each of said 
plurality of locking segments at three discrete, spaced apart, substantially flat 
engagement areas. 

In regards to claim 32, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 34, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 35, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 
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In regards to claim 36, Nelson discloses comprising at least one connector rod 
that is operatively coupled to said locking mandrel and adapted to indicate a position of 
said locking mandrel. 

In regards to claim 38, Nelson discloses at least one of said substantially flat 
areas is axially positioned between said first and second primary shoulders and laterally 
offset therefrom. 

In regards to claim 39, Nelson discloses each of said plurality of locking 
segments further comprises: 

a first secondary shoulder on said locking segment that is adapted to engage a 
first secondary shoulder on said first component; and 

a second secondary shoulder on said locking segment that is adapted to engage 
a second secondary shoulder on said second component. 

In regards to claim 40, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 41, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 42, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 43, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
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surface on said lodging mandrel wlien said lodging mandrel is actuated to disengage 
said connector. 

In regards to claim 44, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 

In regards to claim 45, Nelson discloses comprising a secondary release piston 
positioned below said primary piston, said secondary release piston adapted to, when 
actuated, cause said primary piston to move. 

In regards to claim 46, Nelson discloses a connector, comprising: a first end 
adapted to be coupled to a first component; a plurality of locking segments that, when 
actuated, are adapted to secure said first component to a second component, wherein 
each of said plurality of locking segments comprises: a first primary locking shoulder 
that is adapted to engage a first surface on said first component, and a second primary 
locking shoulder that is adapted to engage a second surface on said second 
component; and a locking mandrel that, when actuated, is adapted to engage each of 
said plurality of locking segments at three discrete, spaced apart, substantially flat 
engagement areas. 

In regards to claim 47, Nelson discloses said first end is threadingly coupled to 
said first component. 

In regards to claim 48, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 
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In regards to claim 49, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing liead and a 
running tool. 

In regards to claim 50, Nelson discloses comprising at least one connector rod 
that is operatively coupled to said locking mandrel and adapted to indicate a position of 
said locl<ing mandrel. 

In regards to claim 51 , Nelson discloses each of said plurality of locking 
segments further comprises: a first secondary shoulder on said locking segment that is 
adapted to engage a first secondary shoulder on said first component; and a second 
secondary shoulder on said locking segment that is adapted to engage a second 
secondary shoulder on said second component. 

In regards to claim 52, Nelson discloses said first primary locking shoulder and 
said first surface on said first component are tapered surfaces. 

In regards to claim 53, Nelson discloses said second primary locking shoulder 
and said second surface on said second component are tapered surfaces. 

In regards to claim 54, Nelson discloses said locking mandrel comprises a 
plurality of recesses, each of which is adapted to receive a protrusion on said locking 
segments when said locking segments are in a disengaged position. 

In regards to claim 55, Nelson discloses each of said locking segments is 
comprised of a downwardly facing surface that is adapted to engage an upwardly facing 
surface on said locking mandrel when said locking mandrel is actuated to disengage 
said connector. 
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In regards to claim 56, Nelson discloses said locking mandrel is operatively 
coupled to a primary piston. 

In regards to claim 57, Nelson discloses a connector, comprising: a first end 
adapted to be coupled to a first component; a plurality of means for securing said first 
component to a second component, each of said means for securing comprising: a first 
primary locking shoulder that is adapted to engage a first surface on said first 
component; and a second primary locking shoulder that is adapted to engage a second 
surface on said second component; and means for engaging each of said means for 
securing said first component to said second component at at least three discrete, 
spaced apart engagement areas. 

In regards to claim 58, Nelson discloses said plurality of means for securing said 
first component to said second component comprises a plurality of locking segments, 
each of which are adapted to, when actuated, engage said first and second 
components. 

In regards to claim 59, Nelson discloses said means for engaging each of said 
means for securing said first component to said second component comprises a locking 

mandrel. 

In regards to claim 60, Nelson discloses a means for actuating said means for 
engaging each of said plurality of securing means. 

In regards to claim 61 , Nelson discloses said means for actuating said means for 
engaging comprises a piston operatively coupled to said means for engaging. 
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In regards to claim 62, Nelson discloses a secondary release means for 
disengaging said means for engaging each of the means for securing said first 
component to said second component. 

In regards to claim 63, Nelson discloses said secondary release means 
comprises a piston. 

In regards to claim 64, Nelson discloses at least one of said engagement areas is 
a substantially flat engagement area defined by the engagement of substantially flat 
surfaces. 

In regards to claim 65, Nelson discloses all of said engagement areas are 
substantially flat engagement areas defined by the engagement of substantially flat 
surfaces. 

In regards to claim 66, Nelson discloses 6 at least one of said engagement areas 
is a tapered engagement area defined by the engagement of tapered surfaces. 

In regards to claim 67, Nelson discloses all of said engagement areas are 
tapered engagement areas defined by the engagement of tapered surfaces. 

In regards to claim 68, Nelson discloses said first component is comprised of at 
least one of a blowout preventer, a riser, a production tree, a tubing head and a running 
tool. 

In regards to claim 69, Nelson discloses said second component is comprised of 
at least one of a blowout preventer, a riser, a production tree, a tubing head and a 
running tool. 



Application/Control Number: 10/717,957 
Art Unit: 3672 



Page 16 



In regards to claim 70, Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 71, Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 72, Nelson discloses said primary piston is positioned within a 
body of said connector. 

In regards to claim 73, Nelson discloses said primary piston is positioned within a 
body of said connector. 

Response to Arguments 



Applicant's arguments filed 5/7/2008 have been fully considered but they are not 



persuasive. 



Applicant argues that Examiner has ignored the "adapted to" function. The 
Examiner disagrees. The Examiner has given the "adapted to" function all of the 
patentable weight it is entitled to. The MPEP recites: 



2111.04 [R-3] "Adapted to," "Adapted for," "herein," ami "Wierebj" 
Clauses 

(^'laiiii scope is not Imiited by cUiun laiit'iuyc lh;it sugyesls di makes ojitioiial but does not 
require steps to be peitbrmed, or b} olami language tliat does not limit a claim to a 
paiticukr stinctiue. However. e>iimples i if claim language, althoii^not e3diaiisti\-e, tliat 
may raise a question as to tlie limitiiig eflect of tiie language in a claim are: 

(A) ' adapted to " or "adapted for " clauses; 

(B ) " Viliereiii " clauses; and 

(C ) " whereby " clauses. 



The <.k-icrmiiialK>a oi >vhcdicr c:ieh oL ihcsc elaiKcs is a lumtadon in a clami dcpaids 
mlh. p^.ili^ (ktsollli.,vis^ in 4<f> I dl ^( 1 

^4 1 SI >:d 14SI l48Mled ( ii 2\m-i the ^ -.uit held th it ^^lpn i ■\\h'-i.b\ Lhii-.e 
slates a contlilK.m tlial is mitenal to palcntabilitv. it caimol be isinored m <.>rtler lo oliant'c 
llie substance ol the invention, /d. Hov\e\-cr. the eoiiH. noted (quohny Minti>t> v. Ai.il I. 
.s^ /; n-^iixTK^ !X.iLts Int ^^0 1 »d I >7 > 1^X1 07 I SP(^2d 161 4 |f)20(led 
(. U-. 2003)) tliat a Avherebv clause m a nietliod clami ls not gi\en weight wheiiit smiph 
expresses the intended result ot a process step positA eh" recited. Id.- - 
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2 173.05(g) [R-3] Functional Limitations 

A hmchonal Imntahoii is ;m allompl U> tlclme somethnia bv wliat it does, rather than bv 
what it IS (e.a.. as evidenced liv i(» speeilic stmctiu-e or specdic maedients). Hiei-e is 
notlung iiilierentiv wroii'.' "itli dcliiiing some pnil of aii nrvention m limctional teims. 
Functional laiiBuage docs ikh, hi and ol ilscll. lender a claim improper. Inre bwmclwrr. 
439F.2d210. 1691JS1>0 226 (iVI' \ \')in 

A hmotional limitation niiisi lie l\ alunlcci ■iiul cimsidered. )nst like anv other luiiitahon of 
the cliiim. lor what it lairl\ c.hu lns lo a person ol ordinarv skill m the peilineiil ail in llic 
context m wluch it is used. A tiinctional kiutution is often used ni association with an 
element uitTedient. or step ot a process to define a particular capabiiitv or purpose that 
1 v,r cd In tlK reciled Jcinciit in i^di^iit i st^p In 

<; // Hot , h In itnn S,i /« 81 1- Id nil 1117-->0 72 I SPO^d KiOl lOOo 
08 (Ted. (Jir. 2004). tiie court noted tliat tlie claim tenn "operatn elv coimected is "a 



general descr^itR-e claim term frequently used m patent draftng to reflect a functional 
relationslup between claimed components, tliat is. Qie teim means tlic claimed 
comi»neuts must lie coimected m a wav to perfiiirm a designated fimcboiL -hi tlie 
absence ot modifiens. general descriptni; terms are tvpicalh' constmed as haMiig their lull 
meanins." 7t/. at 1 11 8. 72 USPQ2d at 1006. hi the patent clam at issue, "subject to anv 
clear and unmistakable disa\owal of claim scope, tiie term operative^ connected takes 
the fiiU breath ot its oixlinarv mcamna. i.e.. said tulic [is] opcrativclv connected to said 

of filterina."M at 1 120. 72 USI'(.> ;•(! at 1 0 )S. 

paraariiph. is a ditterent issue troni whcilicr the liiniiatKMii is properiv suppi)rteJ under 
1..'.:;.*.... llz. tirst paragraph, or is tlisiiiiuuishctl ()\cr the jiimr Hit. A tew examples are set 
fortll below to illustrate sltXKiUons wlieie llie issue ot uliellier a liiue.lnviui! jiinilalioil 
complies \Mtll .1 5 Li.S.t... ti.: srenml paras'iapli was eoiisH leivil 
Tt™slieldthattliellllllt.ltlonusi<lto(letiiu a ra.lieal ..11 a eh. iiiieal comp.HliKl as 

pcifectl\ leeept ible bee ui 1 11 I 1 1 i I nl | r I li n u ht 



(, ourt held that hmitations such as members adapted to be positioned and ■iioitions . . 
being resihentlv dilatable wierebv said housma may be slidabh" positioned seive to 
preciseh' defuie present struohiral attnbutes of interrelated component parts of the 
claimed assembly. In re Vemz)a. 530 F.2d 95S. 189 USPQ 149 (CCPA 1976). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron M. Dunwoody whose telephone number is 571- 
272-7080. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel P. Stodola can be reached on 571-272-7087. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Aaron M Dun woody/ 
Primary Examiner 
Art Unit 3679 
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